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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: § International Class: 35

Waatoodoo, Inc. §

§ Published: March 6, 2012

Serial No.: 85/467,122 §

§

Filed: November 8, 2011 §

§

Mark: PLAYPAL §

Commissioner for Trademarks

P. O. Box 1451

Alexandria, VA 22313-1451

PAYPAL INC.’S AMENDED NOTICE OF OPPOSITION

Madam:

Opposer PayPal, Inc. (“PayPal”) is a Delaware corporation with its principal place of

business at 2211 North First Street, San Jose, California (“Opposer” or “PayPal”). PayPal

believes that it will be damaged by the registration of the mark shown in Application Serial No.

85/467,122, filed November 8, 2011 by Waatoodoo, Inc. (“Applicant”) and hereby opposes this

application under the provisions of 15 U.S.C. § 1063 (as amended).

The Commissioner for Trademarks is hereby authorized to draw on the deposit account

No. 03-3975, Ref. 073364.0000029/Cady for any necessary fees.

Application Serial No. 85/467,122 was filed on November 8, 2011 for the mark

PLAYPAL (hereinafter “the PLAYPAL Mark”) for “Advertisement for others on the Internet;

Advertising and commercial information services, via the Internet; Advertising and marketing

services provided by means of indirect methods of marketing communications, namely, social

media, search engine marketing, inquiry marketing, Internet marketing, mobile marketing,
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blogging and other forms of passive, sharable or viral communications channels; Advertising on

the Internet for others; Advertising services, namely, promoting properties for sale by owner via

the Internet; Advice and information about customer services and product management and

prices on Internet sites in connection with purchases made over the Internet; An interactive web

site for users to review and rate Internet content, people, companies, products and/or services

utilizing a software application to award points whereby web site users are eligible to exchange

points earned for promotional items consisting of coupons, rebates, discounts or special offerings

on goods and/or service provided by web site sponsors; Auctioneering provided on the Internet;

Business administration services for processing sales made on the Internet; Business

management consultancy, also via the Internet; Compilation of advertisements for use as web

pages on the Internet; Computer services, namely, address change notification services in the

nature of posting notifications of changes of addresses for businesses via the Internet; Consulting

services in the field of Internet marketing; Design of Internet advertising; Dissemination of

advertising for others via the Internet; Facilitating the exchange of needed information for

financial compensation via the Internet. Information management services, namely, shipment

processing, preparing shipping documents and invoices, tracking documents, packages and

freight over computer networks, intranets and internets; Information, advisory and consultancy

services relating to business and management or business administration, including such services

provided on line or via the Internet; Insurance lead collection and matching services, namely,

matching consumer requests for insurance policy quotes collected over the Internet to pre-

qualified insurance brokers, agents and agencies interested in those requests; Internet advertising

services; Management of advertising through a command and control center for both movie

theatre on-screen advertising and over the Internet; Market manipulation research and analysis,
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whether or not via the Internet; On-line auctioneering services via the Internet; On-line business

research service that allows the user to analyze opinion trends contained in documents on the

Internet; On-line trading services in which seller posts products to be auctioned and bidding is

done via the Internet; Online media monitoring services using computer software to

automatically monitor Internet websites and online publications for customer-specified topics

and to capture relevant content on those topics, and providing documentation and analysis of that

online content to others for business purposes; Organisation of Internet auctions; Promoting the

goods and services of others by means of distributing advertising on the Internet; Promoting

visual and performing arts events by means of providing an online events calendar, original

articles, interviews, and information about art, artists and arts events via an Internet web site, all

for promotional purposes. Providing a searchable Internet database of potential home buyers

with the purpose of matching home buyers with home sellers; Providing a searchable on-line

advertising website and guide featuring the goods and services of other vendors via the Internet;

Providing a searchable online advertising website and informational guide featuring the goods

and services of other vendors via the Internet in the field of social networking; Providing a

secured access database via the Internet through which documents and images can be viewed,

copied, and printed for purposes of conducting corporate transactions; Providing an Internet

website featuring news and information in the field of national and international politics;

Providing an Internet website featuring news and information in the field of natural resource

management relating to the environment and public lands; Providing an Internet website portal

featuring links to music-related merchandise for retail purposes; Providing an Internet website

portal featuring promotion and advertising for home service providers and product

manufacturers; Providing an internet-based database of patient medical information designed to
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facilitate patient-authorized, HIPAA-compliant sharing and maintenance of patient medical

information amongst a patient's doctors such that this information can be directly inserted into

the doctor's medical reports as a means of increasing medical record generation efficiency and

accuracy; Providing and rental of advertising space on the Internet; Providing business

information, also via Internet, the cable network or other forms of data transfer; Providing

consumer product information via the Internet; Providing information about automobiles for sale

by means of the Internet. Providing information in the field of aviation fuel management via the

Internet, namely, the amount of fuel loaded onto aircraft and maintaining operational control of

fuel available and delivered to aircraft; Providing information in the field of nursing careers via

the Internet; Providing information pertaining to procurement, buying, selling and tendering

information and opportunities relating to goods, services, and construction via computer,

computer networks, telephone, the Internet or electronic mail; Providing price comparison

services in the field of live sporting events, live entertainment, museums and trade shows and

live concerts, via the Internet; The bringing together of consumers and providers of a variety of

goods and services in the field of athletics for commercial purposes via the Internet; The

bringing together, for the benefit of others, of a variety of goods and services, enabling

customers to conveniently view and purchase those goods and services from an Internet web site

particularly specializing in the marketing of the sale of goods and services of others” in

International Class 35. The application was published for opposition on March 6, 2012.

A request for extension of time was filed through July 4, 2012, which was a national

holiday. Therefore, this Notice of Opposition is timely filed on July 5, 2012. See TBMP §112;

37 CFR §2.196.

As grounds for the opposition, it is alleged that:
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PAYPAL’S BUSINESS

1. Founded in 1998, PayPal, Inc. is one of the world’s top online payment

processing service companies. PayPal prides itself in being the more secure, safer, easier way

to pay and get paid online. In most countries around the world, PayPal’s customers can pay

through credit cards or account balances, and in some countries, through bank accounts or buyer

credit – without exposing their financial information to merchants. In addition to providing a

globally leading means of paying for goods and services online, PayPal also engages in the

promotion of the goods of others by providing online information regarding discounts, coupons,

rebates, vouchers and special offers for the goods of others, as well as providing a web page that

promotes and features links to the online retail services and websites of others.

2. PayPal’s primary website, which it has operated since July 1999, is located at

www.paypal.com. The www.paypal.com website generates, on average, nearly 900,000 unique

page views per day.

3. PayPal users have opened more than 230 million accounts with approximately

110 million active accounts worldwide, servicing 190 markets in 25 currencies. Many of the

top online retailers accept PayPal as a method of payment, alongside Visa
®
, American

Express
®
, and MasterCard

®
.

4. PayPal has devoted substantial resources to advertise and promote its services and

products under the PAYPAL mark, which embodies the substantial goodwill that PayPal has

earned as a result of providing high quality services and products. PayPal’s advertisements and

promotions have appeared on many global sites on the Internet, including the world-famous

eBay.com website.

5. PayPal’s services enjoy widespread reputation as high-quality, secure, reliable,

and user-friendly online payment options and well as providing credit and debit card services

and insurance for financial transactions, both in the United States and internationally. PayPal is

featured as an online payment solution by countless top names in online retail and ticket sales.
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6. PayPal has received numerous awards for excellence from the internet industry

and the business community, including awards from Time Magazine (Best Cybertech 2000),

U.S. News & World Report (Best of the Web), PC Magazine (Top 100 Web Sites) and Fast

Company (Top Innovator in Finance, 2011), as well as multiple awards from the Webby

Awards (Best Financial Services Site and the Webby People's Voice Awards for Best Financial

Services Site) and the CNET Webware 100 (in the categories of commerce and productivity).

PAYPAL’S MARKS

7. Since its financial payment services were launched in October 1999, PayPal has

continuously, prominently, and conspicuously used the coined and distinctive mark PAYPAL in

interstate commerce in the United States in connection with its goods and services.

8. PayPal is the owner of numerous United States registrations for the mark

PAYPAL and variations thereof on the Principal Register (in word mark form and in stylized or

design form). These registrations cover a variety of goods and services. Each of these

registrations is valid and subsisting, and in some cases they are now incontestable under the

provisions of 15 U.S.C. §1065. These registrations include the following:

EXHIBIT TRADEMARK REG. NO. REG. DATE CLASS(ES)

A PAYPAL 2,646,490 November 5, 2002 36

B PAYPAL 2,879,561 August 31, 2004 25

C PAYPAL 2,959,971 June 7, 2005 9

D PAYPAL 3,069,209 March 14, 2006 9

E PAYPAL (Stylized,

Two-Tone)

3,680,256 September 8, 2009 9, 16, 21,

25, 36 and

45

F PAYPAL X & 4,013,014 August 16, 2011 9 and 42
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EXHIBIT TRADEMARK REG. NO. REG. DATE CLASS(ES)

Design

9. PayPal also has extensive common law rights in the PAYPAL Marks, and it uses

these marks extensively with its financial services and related goods and services, including its

services of promoting the goods and services of others, throughout the United States and around

the world.

10. PayPal has used the PAYPAL Marks to reach customers throughout the United

States and the world. The PayPal service is offered in numerous languages, currently supports

payments in twenty-five currencies including U.S. Dollars, Canadian Dollars, Mexican Pesos ,

British Pounds Sterling, Czech Koruny, Danish Kroner, Euros, Hungarian Forints, Norwegian

Kroner, Polish Zlotys, Swedish Kronor, Swiss Francs, Turkish Lira Brazilian reals, Israeli

Shekels, Australian Dollars, Chinese RMB, Hong Kong Dollars, Japanese Yen, Malaysian

Ringgits, New Zealand Dollars, Philippine Pesos, Singapore Dollars, Taiwan New Dollars and

Thai Bhat, and is accessible from virtually any location around the globe using the Internet. In

addition, PayPal users in 65 countries can receive funds quickly from anyone with an email

address and a Visa or MasterCard payment card in 190 countries and regions around the world.

11. As a result of PayPal’s widespread use of the PAYPAL Marks in the United

States and around the world, its extensive advertising and promotion, continuous and

unsolicited media coverage, the high degree of consumer recognition of the PAYPAL mark,

PayPal’s vast customer base, and the uniqueness of the PAYPAL mark in its field, among other

factors, the PAYPAL mark is famous within the meaning of Section 43(c) of the United States

Trademark Act, 15 U.S.C. 1125(c).

12. PAYPAL is an invented, fanciful mark that is highly distinctive. The term

PAYPAL has no descriptive meaning as applied to financial services, or to any of the other
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goods and services covered by PayPal’s registrations or in connection with which it uses the

PAYPAL Marks.

13. PayPal has expended considerable effort and expense in promoting the PAYPAL

Marks, and goods and services offered in connection with these marks, both in the United States

and internationally.

14. In addition to its own advertising efforts, PayPal has been the subject of thousands

of unsolicited stories in television, radio, and print media, highlighting PayPal’s innovative and

successful efforts in online person-to-person trading.

15. As a result of PayPal’s widespread use of the PAYPAL Marks worldwide,

extensive Internet, television, and print advertising and promotion, continuous and unsolicited

media coverage, the high degree of consumer recognition of the PAYPAL Marks, the strong and

loyal base of customers that PayPal enjoys for its services, numerous trademark registrations,

and the absence of any material use of any highly similar mark by others, among other factors,

the PAYPAL Marks are famous within the meaning of Section 43(c) of the United States

Trademark Act, 15 U.S.C. §1125(c).

APPLICANT AND ITS PENDING APPLICATION

16. Applicant seeks to register the mark PLAYPAL in connection with

“Advertisement for others on the Internet; Advertising and commercial information services, via

the Internet; Advertising and marketing services provided by means of indirect methods of

marketing communications, namely, social media, search engine marketing, inquiry marketing,

Internet marketing, mobile marketing, blogging and other forms of passive, sharable or viral

communications channels; Advertising on the Internet for others; Advertising services, namely,

promoting properties for sale by owner via the Internet; Advice and information about customer

services and product management and prices on Internet sites in connection with purchases made

over the Internet; An interactive web site for users to review and rate Internet content, people,
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companies, products and/or services utilizing a software application to award points whereby

web site users are eligible to exchange points earned for promotional items consisting of

coupons, rebates, discounts or special offerings on goods and/or service provided by web site

sponsors; Auctioneering provided on the Internet; Business administration services for

processing sales made on the Internet; Business management consultancy, also via the Internet;

Compilation of advertisements for use as web pages on the Internet; Computer services, namely,

address change notification services in the nature of posting notifications of changes of addresses

for businesses via the Internet; Consulting services in the field of Internet marketing; Design of

Internet advertising; Dissemination of advertising for others via the Internet; Facilitating the

exchange of needed information for financial compensation via the Internet. Information

management services, namely, shipment processing, preparing shipping documents and invoices,

tracking documents, packages and freight over computer networks, intranets and internets;

Information, advisory and consultancy services relating to business and management or business

administration, including such services provided on line or via the Internet; Insurance lead

collection and matching services, namely, matching consumer requests for insurance policy

quotes collected over the Internet to pre-qualified insurance brokers, agents and agencies

interested in those requests; Internet advertising services; Management of advertising through a

command and control center for both movie theatre on-screen advertising and over the Internet;

Market manipulation research and analysis, whether or not via the Internet; On-line

auctioneering services via the Internet; On-line business research service that allows the user to

analyze opinion trends contained in documents on the Internet; On-line trading services in which

seller posts products to be auctioned and bidding is done via the Internet; Online media

monitoring services using computer software to automatically monitor Internet websites and

online publications for customer-specified topics and to capture relevant content on those topics,

and providing documentation and analysis of that online content to others for business purposes;

Organisation of Internet auctions; Promoting the goods and services of others by means of
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distributing advertising on the Internet; Promoting visual and performing arts events by means of

providing an online events calendar, original articles, interviews, and information about art,

artists and arts events via an Internet web site, all for promotional purposes. Providing a

searchable Internet database of potential home buyers with the purpose of matching home buyers

with home sellers; Providing a searchable on-line advertising website and guide featuring the

goods and services of other vendors via the Internet; Providing a searchable online advertising

website and informational guide featuring the goods and services of other vendors via the

Internet in the field of social networking; Providing a secured access database via the Internet

through which documents and images can be viewed, copied, and printed for purposes of

conducting corporate transactions; Providing an Internet website featuring news and information

in the field of national and international politics; Providing an Internet website featuring news

and information in the field of natural resource management relating to the environment and

public lands; Providing an Internet website portal featuring links to music-related merchandise

for retail purposes; Providing an Internet website portal featuring promotion and advertising for

home service providers and product manufacturers; Providing an internet-based database of

patient medical information designed to facilitate patient-authorized, HIPAA-compliant sharing

and maintenance of patient medical information amongst a patient's doctors such that this

information can be directly inserted into the doctor's medical reports as a means of increasing

medical record generation efficiency and accuracy; Providing and rental of advertising space on

the Internet; Providing business information, also via Internet, the cable network or other forms

of data transfer; Providing consumer product information via the Internet; Providing information

about automobiles for sale by means of the Internet. Providing information in the field of

aviation fuel management via the Internet, namely, the amount of fuel loaded onto aircraft and

maintaining operational control of fuel available and delivered to aircraft; Providing information

in the field of nursing careers via the Internet; Providing information pertaining to procurement,

buying, selling and tendering information and opportunities relating to goods, services, and
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construction via computer, computer networks, telephone, the Internet or electronic mail;

Providing price comparison services in the field of live sporting events, live entertainment,

museums and trade shows and live concerts, via the Internet; The bringing together of consumers

and providers of a variety of goods and services in the field of athletics for commercial purposes

via the Internet; The bringing together, for the benefit of others, of a variety of goods and

services, enabling customers to conveniently view and purchase those goods and services from

an Internet web site particularly specializing in the marketing of the sale of goods and services of

others” in International Class 35. The application was published for opposition on March 6,

2012.

17. Applicant’s PLAYPAL Mark is nearly identical in sound and appearance to the

PAYPAL Marks. The two marks differ only by one letter: the additional letter “L” in

Applicant’s mark. Applicant’s PLAYPAL Mark copies the pattern and sound of PAYPAL’s

mark by substituting the descriptive and rhyming word “PLAY” for the word “PAY,” combining

it with the completely arbitrary term PAL, and applying it to various advertising and promotional

services and other services related to those of PayPal. Applicant has created a mark dominated

by the arbitrary suffix PAL. Applicant’s mark emulates and calls to mind PayPal.

18. The services in offered under the PLAYPAL Mark are highly related to those

provided by PayPal. Specifically, PayPal provides various online payment and payment

processing services, provides insurance for financial transactions and promotes the goods and

services of others under the PAYPAL Marks. PayPal enables its users to purchase various goods

and services via online auction, retail and wholesale marketplace websites; to send and receive

money; to make payments; to insure purchases made online; and to obtain advertising,

promotional and other information about online auction sites and retailers and the goods

available on those sites. Upon information and belief, Applicant provides or intends to provide
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online social networking services that involve the advertising and promotion of the goods and

services of others as well as the online auctioning and sale of goods and services of others.

19. Upon information and belief, Applicant selected the PLAYPAL Mark with

knowledge of and intent to cause confusion with the PAYPAL Marks.

20. PayPal is not affiliated or connected with Applicant or its services; nor has PayPal

endorsed or sponsored Applicant or its services.

21. Upon information and belief, PayPal began using its PAYPAL Marks, and enjoys

priority as a result of the filing dates of its trademark registrations, well prior to the filing date of

the application for the PLAYPAL Mark.

FIRST GROUND FOR OPPOSITION:

LIKELIHOOD OF CONFUSION

22. PayPal incorporates by reference paragraphs 1 through 21, inclusive, as if fully set

forth here.

23. Registration of Applicant’s mark will injure PayPal by causing the public to be

confused or mistaken into believing that the services provided by Applicant are endorsed,

licensed, or sponsored by PayPal, or that Applicant’s services are affiliated with PayPal. PayPal

has no control over the nature and quality of the services offered by Applicant under the

confusingly similar PLAYPAL Mark, and PayPal’s reputation and goodwill will be damaged and

the value of the PAYPAL Marks jeopardized, all to PayPal’s detriment.

24. Any defect, objection or fault found with Applicant’s services marketed under the

PLAYPAL Mark would necessarily reflect upon and seriously injure the reputation that PayPal

has established for the goods and services it offers in connection with the PAYPAL Marks.

25. Accordingly, registration of the mark herein opposed will damage PayPal because

Applicant’s mark is likely, when used on or in connection with the services described in the

opposed application, to cause confusion, or to cause mistake or to deceive. Thus, Applicant’s
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mark is unregistrable under Sections 2(d) and 3 of the United States Trademark Act, as amended,

15 U.S.C. §§1052 and 1053, and should be refused registration.

SECOND GROUND FOR OPPOSITION:

DILUTION OF A FAMOUS MARK

26. PayPal incorporates by reference paragraphs 1 through 25, inclusive, as if fully set

forth here.

27. Applicant intends to use the PLAYPAL Mark in commerce in the United States,

as stated in the application herein opposed.

28. PAYPAL is a fanciful mark and is thus highly distinctive of PayPal’s goods and

services.

29. PayPal has used the PAYPAL Marks since at least October 1999 for online

payment processing and money transfer services, and has expanded use of the PAYPAL Marks

to other related goods and services, as alleged. PayPal has used the PAYPAL Marks throughout

the United States and around the world.

30. PayPal has advertised and promoted the PAYPAL Marks through extensive

internet advertising and promotion. PayPal and the PAYPAL Marks have enjoyed extensive

media attention. As a result of the considerable publicity afforded the PAYPAL Marks, and the

strong and loyal base of customers that PayPal enjoys for its goods and services, the PAYPAL

Marks have a high degree of consumer recognition.

31. Apart from unauthorized infringing uses of such marks, which PayPal actively

and diligently polices through its enforcement program, there is no material use of any highly

similar mark by others.

32. Accordingly, when the public encounters the term PAYPAL, it immediately

associates the term with PayPal, and thus the PAYPAL Marks are famous.
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33. Upon information and belief, the PAYPAL Marks became famous before

Applicant filed its application to register the PLAYPAL Mark on November 8, 2011.

34. The PLAYPAL Mark is highly similar to the PAYPAL Marks, and if Applicant

and others are permitted to register marks similar to the PAYPAL Marks, the proliferation of

such marks will blur and weaken the connection in consumers’ minds between the PAYPAL

Marks and PayPal’s goods and services.

35. Upon information and belief, Applicant intended to create an association between

its PLAYPAL Mark and PayPal’s PAYPAL Marks and trade name.

36. Accordingly, registration of the mark herein opposed is likely to dilute the

distinctive quality of PayPal’s famous PAYPAL Marks. Thus Applicant’s mark is unregistrable

pursuant to Sections 2(a)(d), 3, 13, and 43(c) of the United States Trademark Act, as amended,

15 U.S.C. §§1052(a)(d), 1053, 1063, 1125, and should be refused registration.

THIRD GROUND FOR OPPOSITION:

LACK OF BONA FIDE INTENT TO USE MARK IN COMMERCE

37. PayPal incorporates by reference paragraphs 1 through 25, inclusive, as if fully set

forth here.

38. Upon information and belief, Applicant did not have a bona fide intent to use the

PLAYPAL mark in commerce on the services specified in Application No. 85/467,122 when it

filed this application for the PLAYPAL mark and Applicant does not have documents to

establish a bona fide intention to use the PLAYPAL mark in commerce on the services specified

in the application to register the PLAYPAL mark.

WHEREFORE, PayPal requests that Application Serial No. 85/467,122 be rejected, and

that no registration be issued in connection with this application, and that this opposition be

sustained in favor of PayPal.






















































