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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MANSFIELD OIL COMPANY OF 

GAINESVILLE, INC., 
 

Petitioner,  

vs. Cancellation. No. 92060350 

Registration Nos. 3710292 and 3710339 

OLD WORLD INDUSTRIES, LLC,   

Respondent.  

 

MOTION TO AMEND PETITION FOR CANCELLATION 

 COMES NOW Petitioner Mansfield Oil Company of Gainesville, Inc. 

(“Mansfield”) and files this Motion to Amend pursuant to Federal Rule 15 and in 

response to the Board’s August 25 Order. Mansfield respectfully asserts that the 

Board incorrectly concluded that Mansfield was not permitted to amend its Petition 

for Cancellation as a matter of course pursuant to Federal Rule 15(a)(1). Mansfield 

also asserts that the Board is incorrect in requiring Mansfield to request leave before 

amending its Petition for Cancellation. For the reasons set forth below, Mansfield 

asserts that it Amended Petition for Cancellation was timely and properly filed 

pursuant to Rule 15, and that no leave is required. To the extent the Board contends 

that Mansfield must file a motion along with its Amended Petition for Cancellation, 

Mansfield submits the following in support. 



FACTS 

Mansfield filed its Petition for Cancellation on November 10, 2014. [Dkt. No. 

1.] A Petition for Cancellation is a pleading to which a responsive pleading is required. 

37 CFR § 2.114(a). On July 20, 2015, after the Board had granted several extensions 

of time for Respondent to file an Answer, Respondent filed a Motion to Dismiss the 

Petition for Cancellation pursuant to Rule 12(b)(6). [Dkt No. 10.] Respondent served 

the 12(b) motion by First Class Mail. [Id.] Mansfield filed and served its Amended 

Petition for Cancellation on Monday, August 17. [Dkt No. 13.] 

ANALYSIS 

In the Order, the Board states that “Inasmuch as none of the circumstances 

described by Fed.R.Civ.P. 15(a)(1) apply here, the Board will give no consideration to 

the amended pleading.” The Board does not explain why it concludes that Rule 

15(a)(1) is inapplicable. Mansfield respectfully asserts that the Board’s conclusion that 

Rule 15(a)(1) does not apply is incorrect, and that the Amended Petition for 

Cancellation was properly and timely filed as of course pursuant to Rule 15(a)(1)(B). 

If a pleading is one to which a responsive pleading is required, a party may 

amend its pleading as a matter of course within 21 days after service of a motion 

under Rule 12(b), (e), or (f). Fed.R.Civ.P. 15(a)(1)(B). Mansfield’s original Petition for 

Cancellation is a pleading to which a responsive pleading is required. 37 CFR 

§ 2.114(a); TMBP 312.01 (“If a defendant fails to file an answer to a complaint during 

the time allowed therefore, the Board may issue a notice of default.”) Respondent 



filed a motion to dismiss under Rule 12(b) in lieu of filing an Answer. TBMP 503.01. 

Therefore, Mansfield had 21 days from the service of Respondent’s 12(b) motion 

(plus five additional days due to service by First Class Mail) to amend its Petition for 

Cancellation as a matter of course. Rule 15(a)(1)(B).  

Respondent served its 12(b) motion by First Class Mail on July 20, 2015. 

Because Respondent served its motion by First Class Mail, Mansfield had five 

additional days (for a total of twenty-six days) to amend its Petition for Cancellation as 

a matter of course. TMBP 113.04. Twenty-six days from July 20, 2015 was Saturday, 

August 15. Because the deadline fell on a Saturday, Mansfield had until the following 

Monday, August 17 to amend its Petition for Cancellation. 37 CFR § 2.196. Mansfield 

filed its Amended Petition for Cancellation on August 17, 2015. Therefore, 

Mansfield’s Amended Petition for Cancellation was timely and properly filed as a 

matter of course, and the Board should treat this as Mansfield’s operative pleading. See 

Caymus Vineyards v. Caymus Med., Inc., 107 USPQ2d 1519 (TTAB 2013)(“Insofar as 

applicant filed its amended counterclaim, set forth in its first amended answer, within 

21 days of opposer’s motion to dismiss, we accept applicant’s first amended answer as 

applicant’s operative pleading.”) 

The Board states that Mansfield has fifteen days from the date of the August 25 

Order to file a Motion for Leave to Amend the Petition for Cancellation. As set forth 

above, Mansfield was not required to obtain leave prior to filing its Amended Petition 

for Cancellation. To the extent the Board believes that Mansfield may only amend its 



pleading by filing an accompanying motion, Mansfield submits this Motion to Amend. 

Mansfield also attaches a signed copy of the amended Petition for Cancellation 

(Exhibit A) and a red-lined copy showing the proposed changes (Exhibit B) pursuant 

to TBMP 507.01. 

Respectfully submitted August 25, 2015. 

THE SEIGEL LAW FIRM LLC 
 
/Mark L. Seigel/   
Mark L. Seigel, Esq. 
1827 Powers Ferry Rd,  
Bldg 6 Ste 201 
Atlanta, GA 30339 
770-395-5920 
seigel@addipvalue.com 

Counsel for Petitioner 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MANSFIELD OIL COMPANY OF 

GAINESVILLE, INC., 
 

Petitioner,  

vs. Cancellation. No. 92060350 

Registration Nos. 3710292 and 3710339 

OLD WORLD INDUSTRIES, LLC,   

Respondent.  

 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing MOTION TO 

AMEND PETITION FOR CANCELLATION has been served on Old World 

Industries, LLC by mailing said copy on August 25, 2015, via First Class Mail, postage 

prepaid, to: 

Ronald A. DiCerbo, Esq. 
McAndrews, Held & Malloy, Ltd. 

34th Floor 
500 West Madison Street 

Chicago, IL 60661 

/Mark L. Seigel/   
Mark L. Seigel 



EXHIBIT A 

  



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MANSFIELD OIL COMPANY OF 

GAINESVILLE, INC., 
 

Petitioner,  

vs. Cancellation. No. 92060350 

Registration Nos. 3710292 and 3710339 

OLD WORLD INDUSTRIES, LLC,   

Respondent.  

 

AMENDED PETITION FOR CANCELLATION 

Mansfield Oil Company of Gainesville, Inc. (“Mansfield”) is likely to be 

damaged by the continued registration of the mark shown in U.S. Trademark 

Registration Nos. 3710339 and 3710292, and hereby petitions to cancel the 

registrations. The grounds for cancellation are as follows: 

1. Mansfield filed an application to register the mark BLUE LEAF for “diesel 

exhaust fluid” on July 25, 2013. 

2. The BLUE LEAF Application matured into a registration on October 14, 

2014. 

3. Mansfield has used and/or intends to use its BLUE LEAF mark in commerce 

in the following logo format (“BLUE LEAF Logo”): 

 



4. On information and belief, Old World Industries, LLC (“Old World”) owns 

U.S. Trademark Registration Nos. 3710339 and 3710292 for the marks BLUEDEF 

and BLUEDEF (and Design) (collectively BLUEDEF Registrations). 

5. The BLUEDEF Registrations are for “liquid reducing agent composed of urea 

and water for use in selective catalytic reduction for diesel exhaust systems.” 

6. On information and belief, a “liquid reducing agent composed of urea and 

water for use in selective catalytic reduction for diesel exhaust systems” is more 

commonly referred to as “diesel exhaust fluid.” 

7. According to the Wikipedia page for “Diesel exhaust fluid,” it is “an aqueous 

urea solution made with 32.5% high-purity urea (AUS 32) and 67.5% deionized 

water.” (Exhibit A.) 

8. On information and belief, DEF is a commonly used initialization for “diesel 

exhaust fluid.” 

9. DEF is a generic initialization for “diesel exhaust fluid.” 

10. According to the websites AcronymFinder and Thre Free Dictionary by Farlex, 

DEF is an abbreviation for “diesel exhaust fluid.” (Exhibit B.) 

11. The color blue is commonly used on packaging for DEF. (Exhibit C.) 

12. The color blue is commonly used to designate DEF dispensers at fuel stations. 

(Exhibit D.) 

13. The color blue is commonly used on automobile DEF tank caps. (Exhibit E.) 



14. On information and belief, the color green is the industry standard color for 

diesel fuel dispensers and automobile diesel fuel tank caps. 

15. On information and belief, the color blue is used in the industry to easily 

distinguish DEF dispensers and tanks from diesel fuel dispensers and tanks. 

16. The color blue is functional when used on DEF packaging, dispensers and tank 

caps. 

17. Old World prominently uses the color blue on its advertising and packaging for 

its DEF, as well as on its mobile DEF dispensing units. (Exhibit F.) 

18. On information and belief, the word “blue” describes some quality, 

characteristic or feature of diesel exhaust fluid, namely that the high content of water 

in the solution frequently results in a slight blue tint. (Exhibit G.) 

19. On information and belief, the word “blue” describes some quality, 

characteristic or feature of diesel exhaust fluid, namely that it results in bluer skies 

from clean emissions realized by using DEF. (Exhibit G.) 

20. The word “blue” in Old World’s mark is the equivalent of the color blue when 

used on packaging and dispensers for DEF, and therefore is incapable of serving as a 

source-identifier. 

21. The word “blue” when used on or in connection with Old World’s goods is 

merely descriptive of some quality, characteristic or feature of the goods. 

22. The word “blue” has not become distinctive as an indication of the source of 

Old World’s goods. 



23. Old World has alleged that Mansfield’s use of the BLUE LEAF Logo mark is 

likely to cause confusion with its BLUEDEF Registrations. 

24. The BLUEDEF Registrations are invalid because they are comprised of the 

generic word BLUE and the generic abbreviation DEF, because the term BLUE does 

not serve as a source identifier when used on packaging for DEF, and because they 

are a combination of the merely descriptive term BLUE and the generic abbreviation 

DEF, and the word “blue” has not acquired distinctiveness as an indicator of source 

for Old World’s DEF. 

WHEREFORE Mansfield requests that its petition to cancel U.S. Trademark 

Registration Nos. 3710339 and 3710292 be SUSTAINED. Alternatively, Mansfield 

requests that the Board cancel U.S. Registration No. 3710339 and rectify the register 

with respect to U.S. Registration No. 3710292 and enter a disclaimer of BLUE and 

DEF. 

Submitted August 17, 2015. 

THE SEIGEL LAW FIRM LLC 
 
/Mark L. Seigel/   
Mark L. Seigel, Esq. 
1827 Powers Ferry Rd,  
Bldg 6 Ste 201 
Atlanta, GA 30339 
770-395-5920 
seigel@addipvalue.com 

Counsel for Petitioner 

mailto:seigel@addipvalue.com


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MANSFIELD OIL COMPANY OF 

GAINESVILLE, INC., 
 

Petitioner,  

vs. Cancellation. No. 92060350 

Registration Nos. 3710292 and 3710339 

OLD WORLD INDUSTRIES, LLC,   

Respondent.  

 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing AMENDED 

PETITION FOR CANCELLATION has been served on Old World Industries, LLC 

by mailing said copy on August 17, 2015, via First Class Mail, postage prepaid, to: 

Ronald A. DiCerbo, Esq. 
McAndrews, Held & Malloy, Ltd. 

34th Floor 
500 West Madison Street 

Chicago, IL 60661 

/Mark L. Seigel/   
Mark L. Seigel 



EXHIBIT A 

  



https://en.wikipedia.org/wiki/Carbon_dioxide
https://en.wikipedia.org/wiki/Water
https://en.wikipedia.org/wiki/BlueTec
https://en.wikipedia.org/wiki/Deionized_water
https://en.wikipedia.org/wiki/Diesel_engine
https://en.wikipedia.org/wiki/German_Association_of_the_Automotive_Industry
https://en.wikipedia.org/wiki/Pollutant
https://en.wikipedia.org/wiki/File:DEF_CanTire.jpg
https://en.wikipedia.org/wiki/Diesel_exhaust
https://en.wikipedia.org/wiki/Ammonia
https://en.wikipedia.org/wiki/Ammonia
https://en.wikipedia.org/wiki/Nitrogen
https://en.wikipedia.org/wiki/Urea
https://en.wikipedia.org/wiki/Catalyst
https://en.wikipedia.org/wiki/Selective_catalytic_reduction
https://en.wikipedia.org/wiki/NOx
https://en.wikipedia.org/wiki/Lean_burn
https://en.wikipedia.org/wiki/NOx
https://en.wikipedia.org/wiki/Stoichiometry#Stoichiometry_of_combustion
https://en.wikipedia.org/wiki/Daimler_AG


http://www.factsaboutscr.com/
http://www.discoverdef.com/
http://www.sd-tankwerk.de/index.php?option=com_acymailing&ctrl=archive&task=view&mailid=14&key=8cd7c3c3766f5f40c963b8e4d920ab08&subid=14767-sgja8uN9o2sMb0&tmpl=component
https://en.wikipedia.org/wiki/Corrosion
https://en.wikipedia.org/wiki/Solvent
http://www.vda.de/en/arbeitsgebiete/adblue/
http://h2blu.ca/about-def/how-it-works
https://en.wikipedia.org/wiki/Electronic_control_unit
https://en.wikipedia.org/wiki/Operating_temperature
http://www.noxblue.com/products/NOxBLUE-msds.pdf
https://en.wikipedia.org/wiki/Truck_stop
http://www.findadblue.com/
https://en.wikipedia.org/wiki/Water_purification#Demineralized_water
http://www.environment-agency.gov.uk/business/topics/pollution/39083.aspx
http://www.cumminsfiltration.com/pdfs/product_lit/americas_brochures/MB10033.pdf
http://www.iso.org/iso/iso_catalogue/catalogue_tc/catalogue_detail.htm?csnumber=42941
http://www.handling-adblue.co.uk/
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https://en.wikipedia.org/wiki/Category:Pollution_control_technologies
https://en.wikipedia.org/w/index.php?title=Diesel_exhaust_fluid&oldid=667166196
https://en.wikipedia.org/wiki/Category:Automotive_technology_tradenames
https://en.wikipedia.org/wiki/Category:Air_pollution_control_systems
https://en.wikipedia.org/wiki/Help:Category
https://www.wikimediafoundation.org/
https://wikimediafoundation.org/wiki/Terms_of_Use
https://en.wikipedia.org/wiki/Category:Emission_standards
https://en.wikipedia.org/wiki/Category:Solutions
https://en.wikipedia.org/wiki/Category:NOx_control
https://wikimediafoundation.org/wiki/Privacy_policy
https://en.wikipedia.org/wiki/Wikipedia:Text_of_Creative_Commons_Attribution-ShareAlike_3.0_Unported_License
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http://app.thefreedictionary.com/AdFeedback.aspx?bnr=ADX3661045458
http://encyclopedia2.thefreedictionary.com/DEF
http://app.thefreedictionary.com/AdFeedback.aspx?bnr=ADX9586485618
http://legal-dictionary.thefreedictionary.com/DEF
https://secure.thefreedictionary.com/premium/subscribe
http://app.thefreedictionary.com/AdFeedback.aspx?bnr=Um9zQWR2QlRGVVM!
http://financial-dictionary.thefreedictionary.com/DEF
https://secure.thefreedictionary.com/premium/subscribe
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DEF Digital Enforcement Faction

DEF Development & Evaluation Facility
Search  the  Web

DEF Digital Elimination Force
Search  the  Web

DEF Dependents Function
Search  the  Web

DEF Defensman/Defensmen (hockey)
Search  the  Web

DEF Detection Efficiency Function (microscope)
Search  the  Web

DEF Détection Électronique Française (French: French Electronic Detection)
Search  the  Web

DEF Development Education Forum
Search  the  Web

DEF Digital Empowerment Foundation (New Delhi, India)
Search  the  Web

DEF Diccionario de Especialidades Farmaceuticas (Spanish: Dictionary of Specialty
Pharmaceuticals; software)

Search  the  Web

DEF Diplôme d'Entraineur Fédéral de Football (French: Federal Football Coach Diploma)
Search  the  Web

DEF Diplôme d'Etudes Fondamentales (French: Fundamental Studies Diploma)
Search  the  Web

DEF Diplôme d'Etudes Françaises (French: Diploma of French Studies; various universities)
Search  the  Web

DEF Département de l'Emploi Francophone (French: Department of Employment Francophone;
various locations)

Search  the  Web
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All BlueDEF®  Mobile Storage and Dispensing systems are specifically designed and engineered for pumping

 Diesel Exhaust Fluid. Each system provides the strong delivery pressure needed to effectively and efficiently

 dispense BlueDEF®.  The Mobile Drum Cart is an excellent choice form pumping DEF from various locations on

 your shop floor or fleet yard and the Truck Tank Dispensing Units ability to fit on the back of a pick-up truck

 makes it a great choice for dispensing DEF in the field.
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Mobile Drum Cart

Heavy-duty steel, 3-wheel drum cart equipped with 1/3HP Diaphragm

 pump, stainless steel automatic shut-off nozzle and pump bracket. Includes

 10' dispensehose and 4' suction hose. Requires Part #DEF756-008B

 (Dispense Coupler) to connect to BlueDEF drums. (Drum not included.)

SPECS

Mobile Truck Tank Dispensing Unit

A fully-enclosed mobile dispensing system, this unit is highly-secure and is

 ISO 22241 DEF compliant. Sized perfectly for pick-up truck beds, this

 dispensing system is housed in heavy-duty, all-poly housing, and a tamper-

proof locking system. Also includes 12V self-priming diaphragm pump,

 20’ dispense house, stainless steel automatic shut-off nozzle, and hinged lit

 to protect DEF from dust and debris. Available in 110 and 155 gallon

 sizes.
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EXHIBIT G 



To: VICNRG, LLC (jlower@vicfuel.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85108009 - VICTORY BLUE -
N/A

Sent: 2/1/2011 11:36:35 AM

Sent As: ECOM115@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85108009
 
    MARK : VICTORY BLUE  
 

 
        

*85108009*
    CORRESPONDENT ADDRESS:
          VICNRG, LLC  
          VICNRG, LLC  
          1670 KELLER PKWY STE 247
          KELLER, TX 76248-3777          
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/teas/eTEASpageD.htm
 
 

 
    APPLICANT :           VICNRG, LLC          
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           jlower@vicfuel.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER  
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE : 2/1/2011
 
THIS IS A FINAL ACTION.
 
This Office Action replies to applicant’s response dated January 14, 2010.   In its response applicant
provided a substitute specimen which is accepted and made of record.  The applicant did not respond to
the requirement regarding the meaning of the word element blue.  As no new issues were raised in the
response the requirement regarding the meaning of the word element blue is maintained and now made
FINAL .

mailto:jlower@vicfuel.com
http://www.uspto.gov/teas/eTEASpageD.htm


 
Significance / Meaning:
 
Applicant must specify whether the wording “BLUE” has any significance in the diesel fuel or Fuel
additive field, trade or industry or as applied to the goods and/or services described in the application.  See
37 C.F.R. §2.61(b); TMEP §§808.01(a), 814.
 
Responding to a FINAL Refusal:
 
If applicant does not respond within six months of the date of issuance of this final Office action, the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond to this
final Office action by:
 

(1)  Submitting a response that fully satisfies all outstanding requirements, if feasible; and/or
 

(2)  Filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per
class.

 
37 C.F.R. §§2.6(a)(18), 2.64(a); TBMP ch. 1200; TMEP §714.04.
 
In certain rare circumstances, a petition to the Director may be filed pursuant to 37 C.F.R. §2.63(b)(2) to
review a final Office action that is limited to procedural issues.  37 C.F.R. §2.64(a); TMEP §714.04; see
37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is
$100.  37 C.F.R. §2.6(a)(15).
 
General Response Guidelines
 
Applicant may wish to hire an attorney to assist in prosecuting this application because of the legal
technicalities involved.  The Office, however, cannot aid in the selection of an attorney.  37 C.F.R. §2.11.  A
pplicant may wish to consult a local telephone directory for a listing of attorneys specializing in trademark
or intellectual property law, or seek guidance from a local bar association attorney-referral service.
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure
to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
To Respond to this Letter: 
 



Use the Trademark Electronic Application System (TEAS) response form athttp://teasroa.uspto.gov/roa/. 
Please wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system
updates of the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.
 
Who Must Sign the Response: 
 
It must be personally signed by (1) an individual applicant; (2) someone with legal authority to bind
applicant (i.e., a corporate officer, a general partner, all joint applicants); or (3) an authorized attorney, if
one is appointed to represent applicant. 
 
Periodically Check the Status of the Application: 
 
To ensure that applicant does not miss crucial deadlines or official notices, check the status of the
application every three to four months using Trademark Applications and Registrations Retrieval (TARR)
at http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for
more than six months, call 1-800-786-9199.  For more information on checking status, see
http://www.uspto.gov/trademarks/process/status/.
 
To Update Correspondence/e-mail Address:
 
Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm.
 
For other inquiries or questions about this office action, please contact the assigned examining attorney.
 
 

/Jeffrey S. DeFord/
Jeffrey S. DeFord
Examining Attorney
Law Office 115
United States Patent & Trademark Office
(571) 272-9469
 

 
 

http://teasroa.uspto.gov/roa/
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/
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To: VICNRG, LLC (jlower@vicfuel.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85108009 - VICTORY BLUE -
N/A

Sent: 2/1/2011 11:36:38 AM

Sent As: ECOM115@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 85108009) has been reviewed.  The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”) has written a letter (an “Office Action”) on 2/1/2011to which you must
respond.  Please follow these steps:
 
1. Read the Office letter by clicking on this link OR go to
http://tmportal.uspto.gov/external/portal/tow and enter your serial number toaccessthe Office
letter.       
 
 PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification. 
 
2. Respondwithin 6 months, calculated from2/1/2011(or sooner if specified in the Office letter), using
the Trademark Electronic Application SystemResponseto Office Action form. If you have difficulty
using the USPTO website, contact TDR@uspto.gov. 
 
3. Contact the examining attorney who reviewed your application with any questions about the content of
the office letter:
 
/Jeffrey S. DeFord/
Jeffrey S. DeFord
Examining Attorney
Law Office 115
United States Patent & Trademark Office
(571) 272-9469

WARNING
Failure to file any required response by the applicable deadline will result in theABANDONMENT
of your application.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, please use the Trademark Electronic
Application System Response to Office Actionform.
 
 

mailto:jlower@vicfuel.com
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=85108009&doc_type=OOA&mail_date=20110201#tdrlink
http://portal.uspto.gov/external/portal/tow
http://www.uspto.gov/ebc/trademark/access.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TDR@uspto.gov
http://www.uspto.gov/ebc/trademark/abandonment.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/teas/eTEASpageD.htm


PTO Form (Rev 4/2000)

OMB No. 0651-.... (Exp. 08/31/2004)

Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85108009

LAW OFFICE ASSIGNED LAW OFFICE 115

MARK SECTION (no change)

ADDITIONAL STATEMENTS SECTION

MISCELLANEOUS STATEMENT

The word "BLUE" in our trademark application is a common
adjective associated with Diesel Exhaust Fluid (DEF) due to
the high content of water in the solution. The finished product
has a very slight blue tint that occurs as a result of the water
content. Blue also gives an environmentally friendly
connotation associated with blue skies resulting from clean
exhaust emissions that are realized by using DEF.

SIGNATURE SECTION

RESPONSE SIGNATURE /jal/

SIGNATORY'S NAME Jason A Lower

SIGNATORY'S POSITION Vice President

DATE SIGNED 02/10/2011

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED NO

FILING INFORMATION SECTION

SUBMIT DATE Thu Feb 10 12:11:42 EST 2011

TEAS STAMP

USPTO/RFR-71.244.26.56-20
110210121142185259-851080
09-48046b4a8a0fbf96513ac3
a919d1599d4-N/A-N/A-20110
210113945206182



PTO Form (Rev 4/2000)

OMB No. 0651-.... (Exp. 08/31/2004)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85108009 has been amended as follows:

ADDITIONAL STATEMENTS 
The word "BLUE" in our trademark application is a common adjective associated with Diesel Exhaust
Fluid (DEF) due to the high content of water in the solution. The finished product has a very slight blue
tint that occurs as a result of the water content. Blue also gives an environmentally friendly connotation
associated with blue skies resulting from clean exhaust emissions that are realized by using DEF.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /jal/     Date: 02/10/2011
Signatory's Name: Jason A Lower
Signatory's Position: Vice President

The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian
attorney/agent, and that he/she is either (1) the applicant or (2) a person(s) with legal authority to bind the
applicant; and if an authorized U.S. attorney or Canadian attorney/agent previously represented him/her in
this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the
USPTO has granted the request of his/her prior representative to withdraw.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 85108009
Internet Transmission Date: Thu Feb 10 12:11:42 EST 2011
TEAS Stamp: USPTO/RFR-71.244.26.56-20110210121142185
259-85108009-48046b4a8a0fbf96513ac3a919d
1599d4-N/A-N/A-20110210113945206182



EXHIBIT B 

  



Statement of Grounds 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MANSFIELD OIL COMPANY OF 

GAINESVILLE, INC., 
 

Petitioner,  

vs. Cancellation. No. 92060350 

Registration Nos. 3710292 and 3710339 

OLD WORLD INDUSTRIES, LLC,   

Respondent.  

 

AMENDED PETITION FOR CANCELLATION 

Mansfield Oil Company of Gainesville, Inc. (“Mansfield”) is likely to be 

damaged by the continued registration of the mark shown in U.S. Trademark 

Registration Nos. 3710339 and 3710292, and hereby petitions to cancel the 

registrations. The grounds for cancellation are as follows: 

1. Mansfield filed an application to register the mark BLUE LEAF for “diesel 

exhaust fluid” on July 25, 2013. 

2. The BLUE LEAF Application matured into a registration on October 14, 

2014. 

3. Mansfield has used and/or intends to use its BLUE LEAF mark in commerce 

in the following logo format (“BLUE LEAF Logo”): 



 

4. On information and belief, Old World Industries, LLC (“Old World”) owns 

U.S. Trademark Registration Nos. 3710339 and 3710292 for the marks BLUEDEF 

and BLUEDEF (and Design) (collectively BLUEDEF Registrations). 

5. The BLUEDEF Registrations are for “liquid reducing agent composed of urea 

and water for use in selective catalytic reduction for diesel exhaust systems.” 

6. On information and belief, a “liquid reducing agent composed of urea and 

water for use in selective catalytic reduction for diesel exhaust systems” is more 

commonly referred to as “diesel exhaust fluid.” 

7. According to the Wikipedia page for “Diesel exhaust fluid,” it is “an aqueous 

urea solution made with 32.5% high-purity urea (AUS 32) and 67.5% deionized 

water.” (Exhibit A.) 

7.8. On information and belief, DEF is a commonly used initialization for 

“diesel exhaust fluid.” 

8.9. DEF is a generic initialization for “diesel exhaust fluid.” 

10. According to the websites AcronymFinder and Thre Free Dictionary by Farlex, 

DEF is an abbreviation for “diesel exhaust fluid.” (Exhibit B.) 

11. The color blue is commonly used on packaging for DEF. (Exhibit C.) 



12. The color blue is commonly used to designate DEF dispensers at fuel stations. 

(Exhibit D.) 

13. The color blue is commonly used on automobile DEF tank caps. (Exhibit E.) 

14. On information and belief, the term “blue” is commonly used to describecolor 

green is the industry standard color for diesel fuel dispensers and automobile diesel 

fuel tank caps. 

15. On information and belief, the color blue is used in the industry to easily 

distinguish DEF dispensers and tanks from diesel fuel dispensers and tanks. 

16. The color blue is functional when used on DEF packaging, dispensers and tank 

caps. 

17. Old World prominently uses the color blue on its advertising and packaging for 

its DEF, as well as on its mobile DEF dispensing units. (Exhibit F.) 

9.18. On information and belief, the word “blue” describes some quality, 

characteristic or feature of diesel exhaust fluid because, namely that the high content 

of water in the solution frequently results in a slight blue tint. (Exhibit G.) 

10. Numerous third parties have registered marks that include the term BLUE for 

diesel exhaust fluid and related goods and services. 

19. AsOn information and belief, the word “blue” describes some quality, 

characteristic or feature of diesel exhaust fluid, namely that it results in bluer skies 

from clean emissions realized by using DEF. (Exhibit G.) 



20. The word “blue” in Old World’s mark is the equivalent of the color blue when 

used on packaging and dispensers for DEF, and therefore is incapable of serving as a 

result, no single entity, including Old World, has the exclusive right to use 

BLUEsource-identifier. 

21. The word “blue” when used on or in connection with diesel exhaust fluidOld 

World’s goods is merely descriptive of some quality, characteristic or feature of the 

goods. 

11.22. The word “blue” has not become distinctive as an indication of the 

source of Old World’s goods. 

12.23. Old World has alleged that Mansfield’s use of the BLUE LEAF Logo 

mark is likely to cause confusion with its BLUEDEF Registrations. 

13.24. The BLUEDEF Registrations are invalid because they are comprised of 

the generic word BLUE and the generic abbreviation DEF, because the term BLUE 

does not serve as a source identifier when used on packaging for DEF, and because 

they are a combination of the merely descriptive term BLUE and the generic 

initialization DEF for “diesel exhaust fluid.”abbreviation DEF, and the word “blue” 

has not acquired distinctiveness as an indicator of source for Old World’s DEF. 

WHEREFORE Mansfield requests that its petition to cancel U.S. Trademark 

Registration Nos. 3710339 and 3710292 be SUSTAINED. Alternatively, Mansfield 

requests that the Board cancel U.S. Registration No. 3710339 and rectify the register 



with respect to U.S. Registration No. 3710292 and enter a disclaimer of BLUE and 

DEF. 

Submitted August 25, 2015. 

THE SEIGEL LAW FIRM LLC 
 
/Mark L. Seigel/   
Mark L. Seigel, Esq. 
1827 Powers Ferry Rd,  
Bldg 6 Ste 201 
Atlanta, GA 30339 
770-395-5920 
seigel@addipvalue.com 

Counsel for Petitioner 
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