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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 4,938,797 

Registered: April 12, 2016 

Mark: ASTOR 

International Class 30 

 

 

 

Cancellation No. 92068766 

 

MOTION AND DECLARATION  

OF J. MARK LANE IN SUPPORT OF 

PETITIONER’S REQUEST TO REOPEN 
TRIAL PERIOD AND RESET DATES  

 

 

 

 

  J. MARK LANE, declares the following: 

 

1. I am an attorney duly admitted and licensed to practice law in the courts of 

the State of New York, and a partner in the firm Lane Crowell LLP, counsel for the Petitioner 

Astor Chocolate Corp., in the above-captioned cancelation proceeding.  I submit this declaration 

pursuant to F.R.Civ.P. 6(b), and Trademark Rule 2.132(a), and in response to the Order of the 

Trademark Trial and Appeal Board in this matter, dated April 28, 2021 (the “April 28 Order”), 

which directed Petitioner to show cause why it had not presented testimony and evidence during 

the period for same set by the Board’s initial scheduling order, entered in this matter on June 19, 

2018.  As set forth below, Petitioner respectfully submits that the failure to present evidence 

during the initial time period was due to excusable neglect, that Respondent will not be 

prejudiced by the reopening of the time periods, that the administration of the relevant 

proceedings have not been affected by the delay and will not be affected by the reopening of the 

 

ASTOR CHOCOLATE CORP., 
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ELITE GOLD, LTD., 

 

Respondent. 
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schedule herein, and that the equities of this matter strongly favor reopening the proceedings and 

permitting the presentation of testimony and evidence.   

2. As detailed further below, this is straightforward cancelation proceeding: 

Petitioner Astor Chocolate Corp. (“Astor”) has been using the mark “Astor” (the “Astor Mark”) 

in interstate commerce, in the chocolate and confectionaries industry, since at least 1950 (the 

business actually predates even that year, having been started in Eastern Europe by the same 

family that owns it today).  Respondent Elite Gold Ltd. (“Elite Gold”) started using the same 

mark, “Astor” (the “Elite Gold Mark”), in the chocolate and confectionary industries in 2012, 

and registered the mark in 2016.  Petitioner learned of Elite Gold’s use and registration only 

when its own application to register “Astor Chocolate” was met with an Office Action, initially 

rejecting the application based on Elite Gold’s prior registration.  This cancelation petition was 

filed after initial efforts to resolve the matter failed, and is based on Petitioner’s prior use.   

Procedural Background 

3. On December 30, 2017, Astor filed an application to register the mark 

“Astor Chocolate” with the PTO, in International Class 30.  In making that application, Astor 

voluntarily disclaimed the generic term “chocolate”, making “Astor” the key component of the 

applied-for mark.  In that application, Astor provided a date of first use of July 19, 1950.  The 

application was issued Serial No. 87719196 (the “Astor Application”).   

4. On February 23, 2018, the PTO issued an Office Action in response to the 

Astor Application, by which it initially denied the requested registration, in part based on the 

prior registration of the mark “Astor” by Respondent Elite Gold.  The Elite Gold registration, 

PTO Registration No. 4938707, had been granted on April 12, 2016, and stated a date of first use 

of January 1, 2012.  The Elite Gold Mark is registered in the same International Class under 
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which Astor sought registration, IC30, and includes precisely the kinds of products that Astor has 

produced, under its name and mark, and sold in interstate commerce, for more than seventy 

years.  The Elite Gold and Astor products are sold through the same channels of trade, including 

for example amazon.com.  

5. On June 3, 2018, Astor filed the instant petition to cancel the Elite Gold 

registration (the “Petition to Cancel”), on the basis that it was improperly issued because Astor 

has prior use and superior rights to the term “Astor” in the chocolate and confectionary 

industries.  1 TTABVUE.   

6. On June 19, 2018, the Board issued a Notice of Institution with a 

Conference, Discovery, Disclosure and Trial Schedule.  2 TTABVUE 1, 3.  According to the 

Schedule, discovery was to open on August 28, 2018, and close on February 24, 2019.  Id.   

7. On July 30, 2018, Elite Gold filed an Answer, denying the claims set forth 

in the Petition to Cancel.  5 TTABVUE.   

8. On August 15, 2018, at Petitioner’s request, the PTO suspended the Astor 

Application pending the outcome of the Petition to Cancel.   

9. On September 27, 2018, Respondent served its Initial Disclosures; no 

documents were provided.   

10. On September 28, 2018, Petitioner served its Initial Disclosures, and also 

provided documents in support of its claims, including marketing materials and industry awards 

going back decades in time.  A copy of Petitioner’s Initial Disclosures, with copies of some of 

the materials provided therewith, is attached hereto as Exhibit A (the full set of documents that 

were provided with Petitioner’s Initial Disclosures is somewhat voluminous; the ones attached 

hereto are pages from a 1962 Astor brochure and a 1963 newspaper clipping).  The documents 
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represent examples of the kinds of evidence Petitioner proposes to present in this proceeding, if 

permitted to do so; there are many more.  That evidence will definitively establish Petitioner’s 

prior use and claims of priority.  

11. On October 5, 2018, Respondent served document demands and 

interrogatories on Petitioner.  On October 30, 2018, Petitioner served document demands on 

Respondent.  At the same time, Petitioner noted certain objections to Respondent’s discovery 

requests, indicated that a confidentiality agreement would be needed in order for Petitioner to 

respond fully to Respondent’s discovery requests, and suggested using the standard TTWB form.   

12. On November 12, 2018, Respondent responded, indicating that the 

standard form would be acceptable.  (See Exhibit B hereto (email chain)).   

13. In the meantime, Petitioner made the decision to move the dispute to the 

district court, so that it could pursue other remedies beyond cancelation, and if necessary other 

parties.  Accordingly, on December 18, 2018, Petitioner filed the initial complaint against Elite 

Gold in the Southern District of New York, seeking inter alia injunctive relief and monetary 

damages for trademark infringement.  The case was given Index Number 18-cv-11913 and was 

assigned to The Honorable Paul A. Engelmayer,, where it is presently in the discovery phase 

with parties who remain in the case.  (References to items in the District Court Action herein are 

as District Court Action Doc. # _.) 

14. It took eight months to successfully obtain proof of service on Elite Gold 

in the British Virgin Islands, during which period Petitioner/Plaintiff regularly updated the 

District Court and Elite Gold’s counsel.  A Hague Convention Certificate of Service was filed in 

the District Court Action on July 26, 2019.  (District Court Action, Doc. # 15).    
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15. Elite Gold did not timely respond to the Complaint in the District Court 

Action, leading Astor to advise the Court of its intention to move for a default judgment.  

(District Court Action, Doc. # 14).  Soon thereafter, however, Elite Gold moved to dismiss the 

District Court Action on jurisdictional grounds.  Skipping over the extensive proceedings that 

followed, and as further noted below, the District Court eventually addressed and granted Elite 

Gold’s motion, finding that there was no basis for jurisdiction therein over Elite Gold.   

16. In the meantime, while motions were proceeding in the District Court 

Action, on October 18, 2019, Elite Gold’s counsel wrote to us, stating: “It has come to our 

attention that the Cancelation Proceeding was never suspended pending the current action in the 

SDNY.  Please let us know if you consent to the attached motion and we will file it with the 

TTAB.”  (See Exh. C hereto).   

17. We (I) wrote back that same day, stating: “That’s odd, I thought it had 

been suspended.  Probably thinking our application.  Yes, you can say the motion is on consent.  

Thanks.”  (Id.)   

18. Elite Gold’s counsel filed the Motion to Suspend on that same date, 

October 18, 2019.  6 TTABVUE.  Also on that same date, the Board granted the request, and 

issued an order stating, “proceedings are suspended pending final disposition of the civil action.”  

7 TTABVUE 1.  The order stated, “Within twenty days after the final determination of the civil 

action, the interested party shall notify the Board so that this case may be called up for 

appropriate action.”  Id.   

19. On December 21, 2020, the District Court issued the above-noted 

Decision and Order, among other things finding that there was no basis for jurisdiction over Elite 

Gold in that action, and dismissing Elite Gold from the case.  (District Court Action, Doc. # 93). 
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On January 11, 2021, Petitioner filed a motion to resume the instant Petition to Cancel, attaching 

the District Court’s Decision and Order.  (15 TTABVUE and Exh A thereto).   

20. On January 22, 2021, the Board issued an order, directing that the Petition 

to Cancel be resumed, and setting a new schedule for the remaining proceedings.  16 TTABVUE 

1.  According to the newly set schedule, discovery would remain open until May 31, 2021, and 

Petitioner’s trial period would remain open until August 29, 2021.  Id.   

21. However, one week later, on January 29, 2021, Respondent filed a further 

motion to suspend.  (18 TTABVUE).  Following additional filings, the Board issued the April 28 

Order, addressing inter alia the above applications.   

Analysis 

22. Throughout the above proceedings, neither party nor the Board indicated 

any view that evidence or testimony should have been presented in this petition following the 

initiation of the District Court Action; indeed, all parties appeared to assume that it should not 

be, in light of the fact that the same claims set forth herein were then before the District Court.  

As the Board noted in the April 28 Order, “It is the policy of the Board to suspend proceedings 

when the parties are involved in a civil action, which may be dispositive of or have a bearing on 

the Board case.”  (25 TTABVUE 3 (emphasis in original, citations omitted)).  This policy is of 

course entirely reasonable, as the pendency and prosecution of two distinct actions between the 

same parties seeking the same relief is not only an inefficient use of Board and judicial 

resources, but runs a risk of inconsistent outcomes.   

23. The District Court Action was filed two months before the close of 

discovery in this proceeding, pursuant to the original schedule in place at that time.  As of the 

filing of the District Court Action, neither party to this proceeding had produced any discovery: 
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demands and initial disclosures had been exchanged, but nothing more.  Nothing otherwise has 

changed: the witnesses remain the same and are available, relevant documents are preserved and 

can be promptly produced, and this matter should be capable of relatively expeditious resolution.   

24. There will be no prejudice to anyone from granting Petitioner’s within 

application to reopen this matter and reset deadlines.  Denial of Petitioner’s application, on the 

other hand, would result in great prejudice to Petitioner.  Petitioner has incontrovertibly been 

using the Astor Mark in interstate commerce in the chocolate and confectionaries industry 

continuously since 1950.  Respondent has been using the identical mark in the same industry 

since January 2012.  Thus, Petitioner has more than 60 years of prior use.  Petitioner is a family 

business that employees some 200 people and is well-known in the industry, counting among its 

customers many Fortune 500 companies as well as smaller establishments in hospitality, travel 

and other industries.  It is presently blocked from registering the Astor Mark, despite this 

extensive prior use, due to the Elite Gold Registration that is the subject of this Petition.  It is 

also prevented from doing business in some places due to the absence of a registration of its 

basic company name and brand.  To dismiss this Petition or default Petitioner would result in 

extreme prejudice to Petitioner, and would grant to Respondent an unfair windfall flowing from 

a mere inadvertence of counsel.  Petitioner respectfully submits that such an outcome should not 

obtain where there has been no prejudice and the inadvertence has not resulted in any reliance or 

change that alters the face of the dispute or the positions of the parties.   

Relevant Standards 

25. As the Board noted in its April 28, 2021 Order, the standard for 

determining an application under Rule 6(b) to reopen a time period that has passed is “excusable 

neglect.”  The Supreme Court articulated the meaning and scope of that standard in Pioneer Inv. 
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Servs. Co. v. Burnswick Assocs. Ltd. P’ship, 507 U.S. 380 (1993).  There, the Court held that 

that the concept is “at bottom an equitable one, taking account of all relevant circumstances….” 

Id. At 395.  Factors to be considered include  

the danger of prejudice to [the other party], the length of the delay and its 

potential impact on judicial proceedings, the reason for the delay, including 

whether it was within the reasonable control of the movant, and whether the 

movant acted in good faith. 

 

Id.  This standard was adopted by the Board in Pumpkin Ltd. v. The Seed Corps., 43 USPQ.2d 

1582 (TTAB 1997).   

26. The term “prejudice” in this context means “more than the mere 

inconvenience and delay caused by the movant’s previous failure to take timely action, and more 

than the non-movant’s loss of any tactical advantage that it otherwise would enjoy as a result of 

the movant’s delay or omission.”  TMBP 509.01(b)(1).  On the contrary, “prejudice” refers to the 

“ability to litigate the case.”  Id. (citing Pumpkin, 43 USPQ.2d at 1587).   

27. As discussed above, there is no prejudice to Respondent from the delay: 

the District Court Action, presenting the identical issue presented in this Petition, was filed 

during the initial discovery period, before the trial period, with no actual discovery having been 

produced by either party.  The parties had exchanged initial disclosures and had served discovery 

requests, but no other events or proceedings occurred herein prior to the filing of the District 

Court Action.  All witnesses were disclosed and Petitioner produced documents in support of its 

claims, showing dates of use and industry recognition.  See, e.g., The Coffee Studio LLC v. 

Reign LLC, Cancelation No. 92066245, 129 USPQ2d 1480 (TTAB 2019).  Indeed, it was 

Respondent’s counsel who brought up the issue with us, and who prepared and filed the motion 
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to suspend, without seeking any other result or remedy, suggesting only that the parties file the 

motion to suspend at that time.1   

28. The length of the delay, although not brief, had literally no impact on any 

proceedings, here or in the District Court Action.  Indeed, no one appears to have even given it 

any thought prior to the Board in reviewing the filings of the parties in early 2021, and the 

Board’s re-set schedule as set forth in its January 22, 2021 Order did not lead to any objections.  

16 TTABVUE 1.   

29. In essence, the primary error here, and it is one for which we (I) take full 

responsibility, is in not promptly notifying the Board that the District Court Action had been 

filed and asking that this proceeding be stayed pending its outcome.  However, and notably, had 

Petitioner (or the parties jointly) requested that this proceeding be suspended in a more timely 

manner – sooner after the initiation of the District Court Action – the outcome would, we 

respectfully submit, be exactly as it now is: nothing would have changed, except the date of a 

docket entry suspending this Petition.   

30. As acknowledged above, the reason for the delay here is plain and simple, 

inadvertence of counsel.  Although this heavily-weighted factor perhaps does not speak well of 

us, and absent any of the other circumstances present here might not counsel in favor of granting 

the request to reopen, we respectfully submit that it was and remains relatively harmless, and is 

coupled with compelling reasons why equity and fairness support granting the request.  In 

addition, for whatever it is worth, I personally apologize to the Board for the delay.   

 

 
1
   I am not in any way attempting to put the blame for the delay on Respondent’s counsel – it was 

our petition and inarguably my responsibility – I simply point it out to show that neither party apparently 

experienced any prejudice or felt the need to invoke the delay for any purpose, requesting only that all 

parties consent to suspend the Petition to Cancel. 
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31. Petitioner has acted in good faith at all times.  Petitioner did not abandon 

its claims or neglect them, but merely moved them to a different forum, a process as to which 

Respondent has been updated (and involved) at all times.  Indeed, there was no advantage to be 

had for Petitioner in delaying notifying the Board of the filing of the District Court Action, or in 

filing a motion to suspend; as the current situation shows, if anything the opposite is true.  

Petitioner therefore respectfully submits that a realistic and fair assessment of the excusable 

neglect factors, applying equitable principles in light of all relevant circumstances present here, 

counsels in favor of granting the instant request, reopening proceedings herein, and resetting 

deadlines.   

Conclusion 

32. Petitioner accordingly requests that the Board grant this request and 

reopen proceedings in this Petition to Cancel, and reset deadlines accordingly.   

Dated: May 18, 2021 

      

 LANE CROWELL LLP 

 

 
  By:  ______________________ 

 J. Mark Lane 

178 Myrtle Boulevard, Suite 105 

Larchmont, New York 10538 

Telephone: (914) 761-0001 

Facsimile: (914) 761-0002 

Attorneys for Petitioner  
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that a true and correct copy of the Petitioner’s MOTION AND 

DECLARATION OF J. MARK LANE IN SUPPORT OF PETITIONER’S REQUEST TO 
REOPEN TRIAL PERIOD AND RESET DATES, together with the Exhibits thereto, was 

served upon Attorney of record for Respondent in these proceedings by electronic mail 

addressed to: 

 

Adam J. Bruno 

trademarks@baystateptent.com 
 

On this 18th day of May 2021. 

 

 

                           

      By: ____________________  

       J. Mark Lane 
Attorneys for Petitioner 

 

mailto:trademarks@baystateptent.com

























